Docket No (AMENDED): 16114:E-US (73434-003US) 

Application No. 09/195.680 

REMARKS 

1 he Office Action dated September 7, 2006 has been reviewed, and the comments of {he 

claims Ml. 14, 15. 20-54 and 62-74 aland rejected, and claims 55-0 1 stand withdrawn. 

application m view of the above claim amendments and the arguments presented below is 

Claims M ]. 14. 15, 20-54. 62 and 64-74 stand rejected under 35 U.S.C 103(a) as being 
unpatentable \>\ cr I \H. Patent No. 4.2%,816 to Fischer ("Fischer ') in view ofF S. Patent No. 
-,8!(s.26i to Tramra C'lramrn'\ Claims o3 stands rejected under 35 U.S.C 103(a) as being 
unpatentable over Fischer in view oi' Tramm, U.S. Fatent No. H121 to Ptecxykoian 
M'ice/vkoLm"} and MS. Fatent \o. 5,727,737 io Bosio et ai. rBoskM. Tor reason* abend) of 
<ca>rd, applicant again ■ espceU'uib tru\er^e the rejection of these claims a* being uiw ious 
because there ts no motivation or suggestion to modify or combine Fischer with ! ramm alone ot 
in view of Pioc/vkoian and Bosio. In addition.- Fischer even in view of 1 ramm, tails to leaelt or 
! -Hi»Kest specified features of the claimed invention, i.e.. the claimed deflector of the sprinkler. 
iKcnwe men. is no moh\ation or suggestion to combine Fischer and 1 ramm and because all oi 
in-.- claimed teat ires arc not taught b> the combination, a prinw juac case of obviousness cannot 

1 o ;uppon uiv oiwioir-ness rejection, the Fxummer asserts throughout the Office Achon 
thai it would ita\e Ixcu obxious to one of ordinary skill ir the art at the time the imention was 
made to modify the sprinkler of Mseher with the purported teachings ol'Tramm. 1 he FxamhieM 
proposed combination of references was made having apparently considered, yet finding 
enneiTuasive. the Declaration of Michael A. fischer. Despite the Examiner's discount of the 
Declaration, applicants again cmphasi/e that Mr. 1 ischer slates that he (as one of more than 
oidiuar. skill in ihe art and msentor of the spr'nkier of fischer) would not know how to -nodip, 
he sprml-.lci .shown and described in fischer with the teachings, of Damns to reach applicants' 
noutttom < ensequenth . a person of ordmaty skill would not have been suggested or mou\ atoJ 
to moditX the spunkier shown and desesibed m Hseher with the teaching of 1 ramm. as pioposed 
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K 'hi.' 5 \annncj io reach the claimed invention as a whole so as to support a prima facie ease of 

In addition tw discounting the Ik-duration oi' Michael A. Idscher. the Fxanlner proposes 
to nodm the .sprinkler ufHacher with the teachings of 1 ramm to reach applicants imenbeu m 



the 1 xainir.er. lijh, mere fact that the references can be combined or modified does nut sender 
dk -esmi.aU e, omh.athm obvious unless the prior art also su;<ye.4s the dcsimhbhs u! the 
vvmimutto.i ~ MPFP2145 01 at J: 100- 128 tu 2100-12'). As has been pre\ imisK noted, i ramn 
^•oss io drsthuoe m itself !ron> richer 1 ramm cites hischer as an iilusiraih c hon/omabt} pe 
'pi inkier. A i t imm, col ) , lines 15-4.'. framm uesuabes i> pica, hon/ontakp. pe sprinklers as 
ha\ino substantial h horizontal ilow confining elements in which the confining surface is located 
"dowrvlreamlfmward)" of the dellecior mounting boss. See kL col. 1. lines 35-4.1 col. 3. Inks 
3 ? fr.mno. in contrast, teaches a sprinkler hao ing a ddlecior "rearw ard" of the detketor 
monmhig bus 5 - - m improv* tiieo\et-all appearance of framnfs sprinkler over "com comma! 
•eehm-a r > hori. oral o, pe sprinkler deileelors." See id , col. S. lines 1 3- > 3 in ^< iew of this 
differ enc- ot endiednp teaching between 1 ramm and H seller, the hxamiuer must weigh th, 
jvwei oi cadi refer en.v so suggest .solutions lo one of ordinan skill in the art m the oln musics 
anabsn, ,„n-oe;erh r the extent to which one might accurate!) discredit another. Mb! P 2143 nj 
at 2100-128. 

1 urthetmoie. mgardkss oi whether or not the sprinkler of 1 ischer can be combined with 
vv »\ e , < oar 1 comb a. ami ei'l la b to .eacn o s.^-o, .d .he o i red k. a us o 
appiieant imenimn in claims i 3u. 24. 25. 42, 45-48. 50 and o3 As has pre\iousl> been 
argued on die reond b> applicants, and which the bxaminer has >ei to refute, idscher in \ few of 
1 ramm ills to ic.iv h or sn»gcsi the ibllowiug features: { i > a forward facing canop) . he. aw.w 
; om im oudei and. upwards a iree end. as recited in chums 1 . 20, 42, 45, and oe, \2) u general!) 
Hat canmw serfice for a deflector, as recited in claims 24, 25. 46 and 50: and Q) a deflector that 
das om> a sonde 0 o , A eecmng as .veiled in claims 24. 47 and 41 Accordingly the combination 
>a hseher and 1 r.anm iaiis 10 ieacli or suggest applicants' r mention as a whok. 

Xopiieanl iespeeihilh reminds the b.xaminer that a prior art refc'encc must be considered 
m 'o caoutx mchsdhig p>m lions thai lead awu> from the claimed imuniom Ml'bb 2141.W ? on 
: \ at 3!0o.; "o) \\ here the eiamis or' the instant application arc directed to a sprinkler ha\ m • a 
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forward lack;; deikctor. framm teaches awa> from the claimed invention. Tramm specilkalh 
inches a deiketoi in whkh. "the subsiantiaih horizontal flow compiling element -8 is 
-mbstuunalh rearward ol'ddlecior mounting .surface 25 oi'ueflecior mounting boss 2<C See 
1 $ i-uuK coi. k hues 1 5 - i b. according iuither to 'I ramm. as a result oi the r.aruard deflector, 
- ?!k mer-ai! knmb of die hori/onial-tvpe sprmkkr 10 is reduced, and it becomes less obtrusive, 
espcefail.v when mounted inside of a recessed escutcheon. See kL col, X. lines bvl ( ). 

Applicants -abm" that none i f the ci'ed reierenees: Hseher, 1 ramm. Picc/\ k 
B-^sto. witethei taker, alone o: in combination, show, describe, teach or sugge.-a: r 
Invention a whole, and therefore, tor at least the abo\e reasons of record, t 
m* a p.rientabk o%c« the cited art. Notwithstanding applicants' dkagfecmcm with the duim 
»e ectk>n> and m the interest oi ad\aneing prosecution of this application towards allowance, 
tpplic.t.tts have mumded claims I. 20. 24. 2k 4.k 45-4K and M io mere particular!} point oiit 
md di air,ti; ckim the subject matter which, the applicant regards as his invention, its particular, 
claims j d;, 24. 42. 45- 4S and o3 have beeti amended to recite a sidevval! automatic ike 
.monhkr comprising. among other matures, a deflector having "a general!) planar face portion " 
Cham 25 ha« boost further amended to more particular!) recite a skkwaU automatic lire sprinkler 
eommismg, among oilier features, a deflector including a face portion, "the face portion 
emtsisnm: of a general 1} planar lace." Because Hseher, alone or in combination with 1 ramm. 
l>kvv\kolun or Bono, iai is to show or describe or otherwise teach or suggest the claimed 
•sidewali ataomadc ore sprinkler comprising, among other ieaturcs. a deflector having "a 
>:.neralk planai" face portion. a/>/wo tuae case of obviousness cannot be established and thu.v 
sat rejections cannot stand. 

i he amendments to the claim., are fudv supported b\ the application as orimnaiiv rue.! 
es tmpie. at ;san X dues 5-8 of the detailed description, it states that -jdidkcior 40 im iudes 
.i a ce portion 4k" and thai d I jaee portions o! the sidewal! sprinklers of the present ire, ention aae 
at k ist gcucraih or substamiaih planar." <kc Application As Original!) filed at S. lines 5-8. 
1 h l\ s ike .kuiled description further states that, "jajs used herein w heu reierring to an 
ammi a rcLdom the term 'generally' means •. ilk." ,SVe hi at 8. lines 17-18. Applicants s 
•ha: H,ehc:, wbedier taken alone or m combination with iramm. l>ice/\kokm O'Bosio. fail 
show or ciesc the or othc; w i«c leach or suggest a deilector having a "gcncralK | Una! face 
i-.ortioir a., now claimed, imtead, Fischer sltows a deilector plate 38 having a centra! hub (: 
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iVui » which cxlcad- a piurulhv of differently si/evl and shaped deflector elements 73. '"''4. '"'0, and 
7S > ;t i ische: at ^4 3. Hoc 07 io u>i. 3. hne 5. ! ischer specifically provides that die lin-s \\ 
7 { are "bem b.^d. ai }n angle A iaftnut ~(r) from the horizontal plane of die central hub " .SVc id. 
a\ c..,l. 3. line* V5. XceordineK , the detleeior 38 of Fischer has tines 72, 74 thai are bent back ai 
an an.de oi about 20° from the vertical plane ofthe centra) hub. Because die defector plate of 
hAchcr has dues 7j, 74 bent : it an angle of about 20° from the vertical plane of the central hub 
of, she deflector plate 38 of Fischer tails to sho\s or describe the '-general!) pianaf face portion 
as claimed by the applicants, 

sdimbmim: hseher \s ith die teachings with 1 rantm. Pice/vkoian or Bosio cannot cure the 
cU , , ...si k . uaJ ..ojhvums uneiVior '1 o the extent am one <d framm. 
biec/> Uuu of Bosio show or describe a general i> pianur face portion of a detleeior plate, and 
.spplicams do not believe any of framm. Hee/xkolan or Bosio io do so, there is :to 
motivation to modify Fischer with such a teaching because to do so would chance t 
ofopouium of b^cher. According to Fischer, the deflector plate 38 produces and t 
.spray and "leiach poaiun oi deflector pi ate <S serves a separate function in v 
spray 7" Noc n> at col. v lines x^-h o3--o4 For example. "H lower tines 74 t 
• ho net; w til and adiacuu door areaf ttv id. at col, 3, lines 64-o3. I bus, u. modify the 
doikctor plate oi H>ebcr to have a t-eueruiiy planar face portion, i.e., change the angle A of 
u,»e> 72. 7-1 to HP or less irom the vertical plane, would change its principle of operation, and 
theretoro there F n, leaching or suggestion to do so. A,v MPH» 2143.02 at 2100-130 (Rev. x 
Aug. 30.00? p is the proposed modification or combination of the prior art would change the 
pnncpie of operation of the prior art invention being modified, then the teaching of the 
reference arc not efficient to render the clain.is prima fade obvious). Because id 
m combination wiih I rantm. I iecnkolan or Bosio fails to teach or suggest t 
. !U d ihcicioie fads so teach or suggest the invention as whole, a prhui focic case of ob\ iousness 
,,mnu; be established .s\v Ml'i P 2 14.3 at 2 1 00- 1 2b. \pphcam respectfully sequcsts w ithdrawai 
of •oj:.-,.i:^ox oi elanus ] 20. 24. 23. 42, 4.3-4- and 03. 

fiairn 50 as previously presented recites a tire protection system lor a structure 
Oompri ang. am-aig .a her features, ai ieasl one sprinkler including a detleeior moing a canopy 
portion, havmc a fund delicciiug surface "consisting o! a genera!!} Hat planar surlaccA As 
noted ah-ve. titc dekdled description of the application as originally field pros ide, that, "when 
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referring to an angular relation, the term 'generally' means * 10°." See Application As 
Originally Filed at 8. lines 15-17. Fischer does not show or describe the deflecting surface as 
claimed. Instead, the deflector plate 38 of Fischer has a confining element 62 extending outward 
horizontally (perpendicular to the vertical plane of the hub). See Fischer at col. 3, lines 18-20, 

thai, ''amdc formed areas surround the channel on both lateral sides and upstream .... and the 
eenterline of the undereurfacc is inclined at an angle of 10° to 12° with respect to the undeformcd 
areas." See id. at col. 3, lines 33-38. Accordingly, Fischer does not show or describe the 
claimed fluid deflecting surface ''consisting of a generally flat planar surface." Moreover, to the 
extent my one ofiYarnm. Piec/.ykolan or Bosio show or describe a canopy portion having a 
detecting surface "consisting of a generally flat planar surface, there is no suggestion or 
motivation to modify Fischer with such a teaching because to do so would change the principle 
of operation of Fischer. According to Fischer, "kjhannel 90 functions as a Coanda effect 
suriaee. . . . H It actually lifts upward the central stream, which is traveling horizontally (parallel 
to the undersurface of element 62)." See Fischer at col. 4. lines 24-32. Thus, to modify the 
deflector plate 38 of Fischer to have a canopy portion with a deflecting surface "consisting of a 
generally flat planar suriaee," i.e. to eliminate the upward deformity of the confining element, 
would change its principle of operation, and therefore there is no teaching or suggestion to do so. 
See MPKP 2143.02 at 2100-130 (Rev. 5, Aug. 2006). Because Fischer alone or in combination 
wilhTramm. Piec/.ykolan or Bosio tails to teach or suggest the claimed deflector surface and 
therefore tails to leach or suggest the invention as whole, a prima Jdcie case of obviousness 
cannot be established. See MPEP 2143 at 2100-126. Applicant respectfully requests withdrawal 

Applicants submit, in view of the above remarks, that none of the cited references: 
Fischer. Tramm, Pieczykoian, and Bosio, whether taken alone or in combination, show, describe, 
teach or surest applicants' invention as a whole, and therefore, claims L 20, 24. 25, 42, 45-48, 
50 and 63 are patentable over the cited art. Claims 2-11, 14. 15 and 62 depend directly or 
indirectly from claim 1; claims 21-23 depend directly or indirectly from claim 20; claims 26-4! 
depend directlv or indirectly from claim 25: claim 49 depends from claims 45-48: claims 51-54 
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„ _ u s , v-dUron ,1a t>m> ucouhrgs Jeans L hh 15. 21-25, 26-41, -lo, 
> 1 -54 and 62 arc patentable for at least the same reason. 

w ah regard U< the rejection oi claims 64-74 as being unpatentable oxer i'tseher in uev. 
>f I ramm, claim o 1 recites an e .tended coverage sidewall automat h fire sprinkler comprising. 



means for transforming water discharged horizontally from the 
outlet into a spray pattern oi water droplets dispersed over a 
^omualh horizontal gene; ally rectangular!) shaped evicuded 
coverage area of more than one hundred square feet located on 
->ne -idv of {he ^pnnklof effecthe to control an ordinary hazard 
ft re in the coverage area and further for delivering water to a 
collection area at an average density oi about 0.15 gallons per 
rmnute per square ieet when the sidcwali tire sprinkler is paired 
with an identical sidcwali tire sprinkler mounted approximately 
sixteen feet apart on a generally planar wall surface, the 
collection au\i being approximately sixteen feet between the 
Nptuikleis and 'ixteen Sect away from ore of the sprinklers the 
vMlkviion area being located at either one of a distance of about 
Umlwk inches and a distance of approximately six feet and 7 5 
inches below each of the sidcwali lire sprinklers 

McwM iuvk'ng M i'.S.b. ' 12. sixth pa/agrrph Applicants respectfully remind the examiner 

dui m.phca.ic-u of a pms art rcterenee in the examination uS a means-plus- function claim 

u i u c !Y <■ P f itiiuw.' ,\ > n UiCi'K i mn s>v Ut _ t 

■ he claim, vx Mil F ? i X - If the prior art reference teaches identity of function, the fxaminer 

tben has the m:tiai burden oi prom' for shovdng tlial the prior art structure or <tep is the same a< 

tl ii ) i •> i u i v i i id L cnud i ihv specifieaiion which has been 

! ( , ! i t|| I) K t <. 1 H!S > M v p ill "> S Ilk On J J 

K o st i fv i i u 1 1 i < 1 t 1 ng wala d'sehars:cd 
it , s , ; to i 1 k k t c s n liter to apply any of the cited 
i n i u i i I in i)! k v ' references periorm die 
, t u K lulin It biinia i . ud so. Instead, use examines 
t , urn \ mi! u ! netut luc a on;Mila^1^1hedev!ceof 
stW tiv ' kt it Ih^i inns ot > nlieants' claimed imcmimt. 
, > h Ms , ufo n t ic J in k< Miction. .SYc Detailed Act on 
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Applicant contend that Fischer docs noi show or describe any spceiiic water density in 
callous per minute per square feet to be provided over a protection area. I bus. Hscher does not 

.•\am ; nat;on ni claim o 1 1 ramm. howexer. does describe at col. 2. lines o-!7 "Nu-ndards or 

it.-* •> i i ^ \ » 1 -> .Ou'lh/ '1 1 h)f „ tiki n 1 O t U til X 1 C spu; t <. s <, 1 ^ } 

include, "established requirements ror. minimum amount of water whieh must be collected, per 
md time, in specified areas (i.e. densits ) under and between the sprinklers." fo the esteut litis 
description in Framm provides the identity or the claimed functional limitation, applicants 
,v:tY;kl thai 1 uumn does not ,,hov\ or describe structure that is the same or eouhalent to 
•a:a;etare described in applicants" speetlx tt 1 <_o cspondn g io t x u'Xv. him o. 

-iruaere convMponchnc, 11k <:k\u\wx\ nxa i-> Mi )\\ 1 1 tpp k .<< s f <, " a- o a . MkJ f ' 
,-\ampk\ is the caaop\ ponion 144 of t x> J v. "keun H«> c\ endm mis 'ton' o A < x 
^nnkkr. In contradistinction, irammsk^s t dtll^cto' 22 a-> hut > rut v w u t x> e i < 
;kos voiitaming clement 48 of the defied a 22 rs substumt ih\ .eatx\ a I toe kiu^t< i o aim i, 
surface X; c 1 ramm. eol. <', lines 1 3-d S k<N 1 and ^ V^t n k kamn s »e > x x^ 

^ ti ! >c v e < lo i 1 (n ( i i d kanadJkcte. i v j erhet n swkmi le 

caciv aicnt Because 1 ramm fails to show or describe structure that is the same or equix alent to 
applicants" structure that corresponds to the claimed means, lYamm alone, at the least, fails to 
satisfy the requirement of the means-plus-function claim limitation. 

lo die extern diet the kvammer hehe\es that the hypothesised combination of Fischci in 
\ h.-v- of i ramm presides the claimed function and further teaches or suggests skneture that is the 
san.v or eqmx ulent to tlx- structure described in applicants" specifieafon cone-ponding- to the 
ekuaxd means litis argument cannot stand. As discussed above, there is no motivation to 

•.ue.e.ost ihc Uami-.-d imemion as a \kiok. According!} . applicants respect fuli> submit that claim 
i i i i l iuUu\k!i il'ui') v ! i V «. m 
u i m i s " uu ^ suuciara' k + t !e> 1 1 k - s-ou t sv,< ^ t v 
corresponding structure and equivalents thereof provided by the means-plus- ilinetion claim 
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limitation, tluit \x t ! ) a forward facing canopy, i.e. away from the outlet and towards a iree end, 
as recited in claims 65. do, 68, 69. 71), 74; (2) a generally Hat canopy surface for deflector, as 
recited m claims b'L 68, 71 : and 0) a deflector that has only a single flow ooening. as recited in 
Jnims (>7. 72. "3. Accordingly, ilie combination of Fischer and framm tails to teach oi suggest 
applicants'' invention claimed in claims 65-74 as a whole. 

According to the examiner, claims 64-74 also stand rejected under 35 U.S.C, ) 12. first 
paragraph, as lading to comply with the written description requirement. Claim 64 recites a 
means for transforming and delivering, a dual Sanction according to the hxammer. Sue Detailed 
\ction at > i it, F s.euiner further as.sorti* thai die disclosure, as original!} filed, purportedly tails 
lo k-ach u structure which perlorms the dual function, and thus, claim 64 and the claims 
depending therefrom ailesedly tail to comply with the written description requirement, "to 
saiisiy the written description requirement, a patent specification must describe the claimed 
invention in sufficient detail that one skilled in the art can reasonably conclude that the mvenu.ii 
hid possesion of the claimed invention." MP HP 2163 at 2100-165. Possession may be shown 
with an actual reduction to practice of the claimed invention, and may also be shown by a clear 
depiction of the invention in detailed drawings. See id, at 2100-1 71 . 

The application as originally filed provides in the Brief Summary of the Invention, a 
"deflector be ma shaped and positioned to transform water discharged horizontally irom the 
outlet anon release nf'thv closure hv the trigger . . .'" See Application as Originally filed ai 2. 
lines 1 1-12 At nagc { > of the application as originally 11 led. described is the deflector 40 having 
-'been «hown to be capable of controlling ordinary hazard fires over rectangular extended 
coverage areas of between 16 x 16 feet {256 square feet) and 16 x 20 (320 square feet) by being 
able to deiher a sulskienily uniform distribution of water over that area where such water is 
sepphed to the «pi Inkier 10 ai a pressure which causes the sprinkler to discharge the water at a 
rate of ;a iea : u 0 15 gallons per minute per square foot (UPM/ftP) of the coverage area to be 
protected; 5 See id ai 9. line 18 to 10. line 1. Moreover, at page 11, line 5 to page 15, line 4 
described with reference to f KiS. 12-14 is described a stdcwall sprinkler system m which 
sin eiu'e is shown and described corresponding to the claimed means of claim 64. In \ lew of the 
debuted description provided iw the application as-originally filed, so as to indicate to on« ol 
ordinarv «kill in the art that die in\ enters had possession of the inw-nuon as claimed, applicants 
a. ax*' dully rupta withdrawal of the rejection 
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With regard to claims 57 and 72-73. each of which recite, a face portion . , . the face 
.vi-h-m consisting of a smgle lhn\ openhigf' the hxaminer contends thai the chums do not 
eompU wm'i die wHtien description became she disclosure, as originalh iilcd discloses the face 
p..)l:on h.warg sewru! ih>\\ openings. Sec Detailed Action at v Shown in M(i 6 is a planar 
nlank 40 which is bent to iorm deflector 40 oi FIGS, i and 3-5. Specifically shown is that the 
idtini 40 has a sinele opening framed in part by arms 52' and 54". En considering whether there 
is 35 ! i.S i\ 1 12. iirst paragraph support for a claim limitation, the Examiner must consider nut 
onlv the orunnal disclosure contained in the summary and detailed description ol the invention 
po;ti»'n\ of the speciilcatiou, bra also the oiLmud claims, abstract and drawings ,\ c MPFP 21^1 
pt. iV at j!lu«-2i3. Withdrawal of the rejection is respectfully requested, 

i, hems (>4-?4 also stand resected under 35 t .S.C. 1 12 second paragraph, as purported!} 
\-thui' to ]\trtie'iiei'l\ point ou; and disused) claim the .subject matter which, applicant regards u- 
bc no, cation \ > di \ussed above, the application as original!) filed describes detailed structure 
! k-t u>:a .oond-' to the churned means for performing the "dual function" as asserted b) die 
b s ceinc; U the corresponding structure, material or acts are described in the specification in 
sp<..\ ij"c term- and <m.e skilled in 'die art could identify the strut tore m^cna 1 or " a<-' ! " »r the 
description, dicu the requirements ol ">5 ihS.C. 1 12. second an 1 ^ \th via^aphs ate >Ui "-'sto 
n.v MP! P I'lKI pt. Ill at 2100-252 In \iew of die detailed dc e ipn 1 c ) « < h 'u 
■> 1 > i ! \ i \u u 1 lo the r«.'i d m 
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CONCLUSION 

t ; ! o ivM n' ui' ks t] il v > n k-o cihiih sequel 
u j >j u ! Ik •» n n v, ^ u s u un> i-'i L ]4-)"> anvi 

\ ^ j v hi Kk u ii i uvuts on ^ k o>nskieratk>!i o!"ihb 

!t v j v s uuv t J + tu nil. M'hv i to t-M a k f execution <>i the 

ji , n l,n kvs.iv nuVi S R ^ K> d 1 . 1 7 \< ludi may k- 
ih n j i ivU iS(Oi iiPiduso .utu n paytnenuo Deposit 
t . s >s w tl ,jMs HiUnkd to be KONSi KU iH T. PKIll'iON FOR 

Re^pectru! !v submitted. 
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